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1.0RIGIN OF TRADEMARKS (E51EDi2i&)

Historical Basis (F&SEB9ELEY) /Canal Co. v.
Clark 80 US.(13 Wall)311(1872)

Constitutional Basis (F7& £ DRHL)
(/%Jgn7it93d States v. Steffens 100 U.S. 82

Origin of Trademark - Indication of
Source (HFrDZ) /Union Carbide
Corp. v. Ever-Ready, Inc. 531 F.2d 366
(7th Cir. 1976)

2. TRADEMARKS (#54%)

Secondary Meaning (ZR#IER%) /G. & C.
!1\/|9e]r£i)am 0. v. Saalfield 198 F. 369 (6th Cir.

Descriptive Marks (GRhHIEG1E) /Armstrong
Paint & Varnish Works v. Nu-Enamel Corp.305
US.315(1938)

Generic (E&4F5) /Sm(ger Manufacturm Co.
v. June Manufacturing Co.163 U.S. 169 (1896)

Generic (B84 /Kello gCo v. National
Biscuit Co. 305 US.111(19

Genericide (—f&&7#5{t) /King-Seeley
Thermos Co. v. Aladdin Industries, Inc.321
F.2d 577 (2d Cir. 1963)

Similarity to Generic Term (i@ re D38
18) /Venetianaire Corp. v. A & P Import Co.
429F.2d 1079 (2d Cir. 1970)

Unregistrable Trade Names (548 C 751\
#)/In re Unclaimed Salvage & Freight C0.192
USPQ. 165 (T.T.AB. 1976)

Foreign Generic Words (JME D E@475)
/Otokoyama Co. v. Wine of Japan Import,
Inc, 175 F.3d 266 (2d Cir. 19995)

Spectrum of Distinctiveness (SEihv 4 D #E)
/Abercrombie & Fitch Co. v. Hunting World,
Inc.537 F.2d 4 (2d Cir. 1976)

ange of Protectable Marks ({REE CE2F1Z
&) /Qualitex Co. v. Jacobson Products
Co.514US. 159 (1995)

Famous Marks (B44%) /Kenner Parker
Toys, Inc. v. Rose Art Industries, Inc.963 F.2d
350 (Fed. Cir. 1992)

Deceptive Marks (FREREVZZE#Z) /In re Budge
Manufacturing Co.857 F.2d 773 US.P.Q.2d
1259 (Fed. Cir. 1988)

Primarily Geographically Decepnvely
Misdescriptive - Pre—NAFTA— JUayEBkAVE
BENTVERLRREICSI %ffiiﬁj [CDLNCR
EEECEE 5% (NAFTARELLED) /Inre
Loew's Theaters, Inc.769 F.2d 764 (Fed.
Cir.1985)

Primarily Geograph\cally Dece tively
Mlsdescnptwe Post-NA P% ZHIE
BOVES & h’(b\?&b\haﬁ CHl T%Ffiiﬂ )
WGREEE LT BRI (NAFTARE L)
/Japan Telecom, Inc. v. Japan Telecom
America, Inc.87 F.3d 866 (9th Cir.2002)

Primarily Geographically Deceptively
Mlsdescnptlve Post—NAFTA (Services)—. R
WERESHICH IS IR MDR(EER

BY50E — NAFTAR (187%) /In re Les. Halles de
Paris, J.V.334 F.3d 1371 (Fed. Cir. 2003)

Primarily Geographically Deceptively
Mlsdescr@we Post—NAFTA (Goods) — 8]
BEHRESHICH S HHIBMATRDRERRY
508 —NAFTA% (FE&) /In re California
Innovations, Inc.329 F.3d 1334 (Fed. Cir. 2003)

Surnames (Fci%) /LE. Waterman Co. v.
Modern Pen C0.235 U.S. 88 (1914)

Restrictions on Use of Surname (ECfE DR
|CB8 9 A HIPR) /David B. Findlay, Inc. v.
Findlay18 N.Y.2d 12 (1966)

Secondary Meaning (ZR#IERK) /E. & J. Gallo
Winery v. Gallo Catt e C0.967 F.2d 1280 (9th
Cir.1992)

Publicity (/\71)2/7 ) /Motschenbacher v.
gJ ﬁ%g%n)olds Tobacco Co.498 F.2d 821 (9th
ir

USPORERIZEF R EE

Publicity (/X71)</7) /White v. Samsun
Electronics America Inc.971 F.2d 1395 1583
(9th Cir. 1992)

Use of name in a title for an artistic work (=
HTHERDZA MUICH T BRIFDER)
/Rogers v.Grimaldi 875 F.2d 994 (ndCir. 1989)

aQosmon to Registered Marks (E831E(C
X]P %E3%) /Lipton Indus,, Inc. v. Ralston
Purina Co, 670 F.2d 1024 (C CP.A.1982)

Vulgar/Scandalous Marks BB/ AFr 4
2 X757512) /In re Riverbank Canning C0.95
F.2d 327 (CCP.A.1938)

Vulgar/Scandalous Marks (Ef&75/2++>/ %
5 X757512) /In re Old Glory Condom Corp.26
US.P.Q2d 1216 (TT.AB. 1993)

PEARAA TS/ A F v 4 5 RIS EHIE/Harjo v.
Pro-Football, Inc, 284 F. Supp. 2d 96 (D.D.C.
2003), rev'd, 415 F.3d 44 (D Cir. 2005)

National treatment and treaties (F4Z — R
EHBHLUEH) /Havana Club Holdings,
S.A.v. Galleon, S.A.203 F.3d 116 (2d Cir. 2000)

Functionality (F84Z2 — #&4E1%) /In re Morton—
Norwich 671 F.2d 1332 (C.CP.A. 1982)

L\kellhood of Consumer Confusion (The
"DuPont Factors”) (BA-EEEERDH TN
(FT:LT\/E?SJ))/Ap lication of El. Dupont
I?ge?;mours&Co476 .2d 1357 (CCPA.

Coexistence Agreements ((t7ZFEE)
/Application of E. |. DuPont Denemours &
Co476 F.2d 1357 (CCPA. 1973)

Dilution (%#R4t) /Fotomat Corp. v. Photo
Drive-Thru, Inc.425 F.Supp. 693 (D.N.J. 1977)

3. TRADE-DRESS (FL—FFL-R)

Building Design (41D 741 /) /Fotomat
Corp. v.Photo Drive-Thru, Inc425 F.Supp.
693 (DNJ.1977)

Secondary Meaning (ZJ#IELE) /Two
Zegsgjs) Inc. v. Taco Cabana, Inc.505 U.S. 763

Secondary Meaning (Z2t#IER%) /Wal-Mart
(Sztg{)%s) Inc. v. Samara Bros., Inc.529 U.S. 205

Trade-Dress Functionalit (Expned Utilit
Patent) (FL—FRLZAD S*é)ﬂ#—*fu??%ii@
FENE T LISEE) )/Trafﬁx Devices,
I(%O\?)Marketing Displays, Inc.532 US. 23

4.TRADEMARK RIGHTS (F51%4%)

Priority (B5cH9h{T) /Hanover Star Milling
Co. v. Metcalf 240 U.S. 403 (1916)

Priority (BE#J3ii1) /United Drug Co. v.
Theodore Rectanus C0.248 U.S.90 (1918)

Priority (B4E#94(T) /Burger King of Florida,
Inc. v. Hoots 403 F.2d 904 (7th Cir. 1968)

Priority (FB4EH9347) /Manhattan Indus,, Inc.
\é Sv]vgga?r Bce by Banff, Ltd.627 F.2d 678 (2d
ir

Pnor Famous Foreign Marks) (B2¢iE (E4
Iy$ ))/Grupo Gigante SA.de CV. v.
2D&I)\(()))& Co Inc.119°F. Supp. 2d 1083 (CD.Cal.

Geo%aﬁ ic Use and Zone of Expansion (122
BYER R UL A /Weiner King, Inc, v.
Igg(}/)wener King Corp.615 F.2d 512 (C. CPA.

Use in Commerce (Token or Sham Use) (B75 |

%)@ﬁ% (RENERELIIREDNFORE

Blue Bell, Inc. v. Farah Manufacturing Co.508
F.2d 1260 (5th Cir.1975)

Use in Commerce (Advertising) (B35 |_EODf&E
B (IR%)) /Greyhound Corp. v. Armour Life
Insurance Co.214 US.P.Q. 473 (T.T.A.B.1982)

Use in Commerce (Foreign Use) (%5 | E0D/E

B GAETORER) /Fuji Photo Film Co. v.
Sh\nohara Shoji Kabushlkl Kaisha754 F.2d 591
(5th Cir. 1985)

Use in Commerce (Catalog) (5| EOBA (1
407%))/Land’s End, Inc. v. Manbeck 797 F.
Supp. 511 (7th Cir. 1 992)

Undisclosed Use GERRODER) /General
Healthcare, Ltd. v. Qashat 364 F.3d 332 (1st
Cir, 2004)

FEBXR

“Lawful” Use GEET5AEE) /CreAgri, Inc. v.
USANA Health Science, Inc474 F.3d 626(9th
Cir.2007)

Foregn Use With Advemsmg in US. CREIC
BIFBLETENELEF) /Mother's Rests. Inc.
v. Mother's Other Kitchen, Inc.218 US.P.Q.
1046 (TTAB 1983)

Concurrent Use (B&{F) /In Re Beatrice
Foods C0.429 F.2d 466 (CCPA 1970)

Abandonment (&) /Baglm Superior
General Of The Order Of Carthusian Monks, v.
Cusenier C0.221 US.580 (1911)

Naked License (D> +>/Z) /Dawn Donut
Co., Inc. v. Hart's Food Stores, Inc. 267 F.2d
358 (2nd Cir. 1959)

Assqnment in Gross (ERZHOELEIRD
) /Pepsico, Inc. v. The Gra ette Co,,
Inc.416 F.2d 285 (8th Cir. 1969)

Incontestablllty (Offensive Use) (RAT 14 (3
2249(5F8) ) /Park 'N Fly, Inc. v. Dollar Park and
Fly, Inc, 469 U.S. 189 1985)

5. INFRINGEMENT ({2%)

Intent of the Infringer (BE& DEX)
/Northam Warren Corp v. ‘Universal Cosmetic
Co.18F.2d 774 (7th Cir. 1927)

Conmbutory L|ab|||ty (HB (F5)ED)
/Inwood Labs., Inc. v. Ives Labs.,Inc. 456 US.
844(1982)

Test for Infringement (Pre-Polaroid) (RZ D
&3 (PolaroidE#F#1) ) /Coca-Cola Co
?8%\; Crest Beverages, 162 F. 2d 280 (1st. t Cir.

Test for Infrlngemem (leehhood of
Confusion —"Polaroid Factors”) {2 DFREE
(RBRIDHZN— TPoIarowd%@H)/Polarowd
Corp,, v. Polarad Electronics Corp., 287 F.2d
492 (2nd Cir, 1961)

Trademark Test for Infringement (Likelihood

of Confusion - “Sleekcraft Factors’) (BiiZ12E

DEE GERIDHZ N —ISleekcraft2fF]))

/CAN%FQ%C)' v. Sleekcraft Boats599 F.2d 341 (9th
ir.

Likelihood of Confusion (Strength of Mark):&
BOHZN FERDERE) /Mc%regor Doniger
Inc. v. Drizzle Inc. 599 F.2d 112 (2d Cir. 1979)

Likelihood of Confusion (Bridl \n the Gap)

CBRADHBZN 5?%3%@&)%: /Scarves b

Vera, Inc. v. Todo Imports Ltd. (Inc)544F d
1167(2d 1976)

Initial Interest Confusion (RAIDBILDIER]) /
Mobil Oil Co(f v. Pegasus Petroleum
Corp.818 F.2d 254 (2nd Cir. 1987)

Reverse Confusion (#%E[F]) /Big O Tire
Dealers, Inc.v. The Goodyear Tire & Rubber
Co.561 F.2d 1365 (7th Cir. 1977)

Inherently Distinctive (A<3RAI5ERI M%) /New
York Stock Exchange, Inc. v. New York, New
York Hotel, LLC,293 F.3d 550 (2d Cir. 2002)

Reverse Passing Off (J/N\—=R+/\w/ 28 A
7)/Daster Corp. v. Twentieth Century Fox
Film Corp.539 U.S. 23(2003)

Repackaging (B@2) /Prestonettes v. Coty,
264 US.359(1924)

Unrelated Goods ( 3F58({E(E &) /Yale Electric
Corp. v. Robertson Commissioner of Patents,
etal,26 F.2d 972 (2nd Cir.1928)

Sale of Refurbished Goods (B4 RDERF)
/Champion Spark Plug Co. v. Sanders, 331 US.
125 (1947)

Extraterritorial Activities (GEEIAND1T4)
{]Sgesezl)e v. Bulova Watch Co., Inc.344 U.S.280

Use in Commerce (FERE | EDEER)
/Lucasfilm Ltd. v. High Frontier,622 F.Supp.
931 (D.D.C. 1985)

Use in Commerce (FEX3 | ED#EA) /Planned
Parenthood Federation Of America, v. Bucci,
d/b/aCathoric Radio42 US.P.Q.2D 1430
(SD.N.Y.1997)

Use in Commerce (758%5 | D) /1-800
Contacts, Inc. v. WhenU.com, 414 F.3d 400
(2d Cir.2005)

Nominative Fair Use (BB %EELTDTTT

1—2)/New Kids on the Block v. News Am.
Pub.Inc,971 F.2d 302(9th Cir.1992)

Nominative Fair Use (Use of Meta Tags) (E5
ZFELTDTTT AR (ARE2Y DERA))
Brookfield Communications,Inc.v.West Coast
Entertainment Corp.174 F.3d 1036(9th
Cir.1999)

Nominative Fair Use (Use of Meta Tags) (BB
£FELTDTT71—R) /Playb o¥
Enterprises, Inc v. Terri Welles 279 F.3d 796
(9th Cir2002)

Parallel Imports (4 7%iA) /Original
Appalachian Artworks, Inc. v. Granada
Electronics, Inc.,816 F2d 68 (CA2(N.Y),1987)

Parallel Imports (478 A ) /NEC Electronics v.
CAL Circuit Abco,810 F.2d 1506 (9th Cir. 1987)

Parallel Imports (6478 A) /Societe Des
Produits Nestle, S.A. v. Casa Helvetica, Inc,982
F.2d 633 (1st. cir, 1992)

Parallel Imports (4 7%iA) /Lever Bros. Co. v.
United States,877 F.2d 101 (D.C.Cir. 1989)

First Sale Doctrine GER5%) /Sebastian-
International, Inc. v. Longs Drug Stores
Corp.53 F.3d 1073 (9th Cir. 1995)

Comparative Advertising (FtEL )
/Saxlehner v. Wagner.216 U.S. 375 (1910)

Comparative Advertising (FtE55) /R. G.
%gmtf)w v. Chanel, Inc.402F.2d 562 (9th Cir.

Generic Use (E5@2#r096EFR) /TY, Inc. v.
Perryman, 306 F.3d 509 (7th Cir. 2002)

Non- commeroa\ Parody (harmful) GEREZER
\OF« (BZE7)) /Coca-Cola Co. v. Gemini
Rising, Inc., 346 F. Supp. 1183 (ED.N.Y. 1972)

Non-commercial Parody (non-harmful) (3
BENNOT (BEG {/LLBean Inc. v.
%g% Publlshers Inc,811F.2d 26(1st Cir.

Parody by a Competitor (B%E | K5/ \0
71)/Deere&Co. v. MTD Products, Inc41 F.3d
39(2nd Cir. 1994)

Paro)f}y by Competitor (& L%/\0

Jordache Enterprises v. Hogg Wyld, Ltd. 828
F.2d 1482 (10th Cir. 1987)

Admissibility of Survey Evidence LD
ST /ZIPPO Manufacturing Co. v. Rogers
Imports, Inc,216 F. Supp. 670 (S.D.N.Y. 1963)

Admissibility of Survey Evidence (GEZ#PFD

SFAVM) Toys "R Us, Inc. v. Canarsie Kiddie
Shop, Inc, 59FSupp 1189 (ED.N.Y. 1983)

6.REMEDIES (%)

Profits and Damages (F125%8) /Hamilton-
Brown Shoe Co .v. Wolf Bros. & C0,240 US.
251(1916)

Damages (#8Z) /Mishawaka Rubber &
Woolen Manufacturing Co. v S.S. Kresge
C0.316 US. 203 (1 942?

Injunctive Relief (ZL6n -n) |ps Inc.v.
Johnson & Johnson,206 F.2d 144 (3rd
Cir.1953)

Profits (%IJ%48) /Maltina Corp. v. Cawy
Bottling Co,613 F.2d 582 (5th Cir. 1980)

Damages (Marking) (8= F&{E88 (B#&T))/
Stark Bros. Nurseries & Orchards Co. v.
Stark,255 U.S. 50 (1921)

Damages (Marking) (8 E 8858 (B8&T)) /
Treasure Imports v. Henry Amdur & Sons, 127
F.2d 3 (2nd Cir. 1942)

Moneta%Awards (Enhanced for Bad Faith)
(IBERE (BEDIFEDIELE) /Boston
Professional Hockey Ass'n Inc. v. Dallas Cap &
Emblem Manufacturing, Inc, 597 F.2d 71 (Sth
Cir.1979)

Attorneys Fees (F13& T3REH)
Procter & Gamble Co. v. Amway Corp.,280
F.3d 519 (5th Cir. 2002)

Attorneys Fees (& T& )
K\rtg/v Sega of America, Inc, 144 Ca. App. 4th
al. Ct. App. 2006)

@ENERAEESE (glossary)



